United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
I nilid Stall-, Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO. 



Toshimasa Sagawa 



35684 7590 08/13/2009 

BUTZEL LONG 
IP DOCKETING DEPT 
350 SOUTH MAIN STREET 
SUITE 300 

ANN ARBOR, MI 48104 



EXAMINER 
( -III. UNO, WILLIAM K 



ART UNIT PAPER NUMBER 



NOTIFICATION DATE | DELIVERY MODE 
08/13/2009 ELECTRONIC 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 
following e-mail address(es): 

PATENT@BUTZEL.COM 
BOUDRIE@BUTZEL.COM 



PTOL-90A (Rev. 04/07) 



l/ffflrC? nVrliUli Otfff Iff ids y 


Application No. 

10/541,330 


Applicant(s) 

SAGAWA ET AL. 


Examiner 

WILLIAM K. CHEUNG 


Art Unit 

1796 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 
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DETAILED ACTION 

Request for Continued Examination 

1 . The request filed on April 1 3, 2009 for a Request for Continued Examination 
(RCE) under 37 CFR 1 .53(d) based on parent Application No. 1 0/541 ,330 is acceptable 
and a RCE has been established. An action on the RCE follows. 

2. The examiner acknowledges the petition decision "Granted" of June 4, 2009. In 
view of the amendment filed July 23, 2009, claims 7, 11-14 have been cancelled. 
Claims 1-6, 8-10, 15 are pending. 

Claim Rejections - 35 USC §112 

3 The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 1-6, 8-10, 15 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 
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Claim 1 (line 4), the recitation "nonionic surfactant comprising a condensation 
product of polyethylene oxide (n=10-90) and octyl phenol or nonyl pheno" is not 
described in the original specification. Therefore, it is considered "new matter". Although 
applicants argue that the newly recited feature is supported by a document "WO 
2004/067579 A1", the examiner still could not find the support in the English translated 
document filed January 10, 2008 for WO2004/067579 A1 . Therefore, thel 12 rejection 
set forth October 9, 2007 is proper. Applicants are required to submit a amendment to 
have the "new matter" removed. 

Applicant's arguments filed July 23, 2009 have been fully considered but they are 
not persuasive. Applicants argue that the lack of support for the new matter is a result of 
an error that is recognizable or obvious to one of ordinary skill in art as evident from the 
PCT application filed and the specification of the instant application. However, 
applicants fail to recognize that 112 rejection can not be resolved by clarifying the 
typographical error between the specification of instant application and the PCT 
application because the reasons for the 112 rejection is because applicants' priority 
document fail to support the claimed subject matter "n=10-90\ Applicants must 
recognize that the support of the claimed invention must be disclosed in the original 
specification (for the instant issue, it is the specification of the priority document) in such 
a way as to reasonably convey to one skilled in the relevant art that the inventor(s), at 
the time the application was filed, had possession of the claimed invention. According 
to the priority document filed, paragraph 0014 clearly provides the support of C12-C18 
alkyl amines, but not for polyethyleneoxide having n=10-90, because the priority 
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document only disclose polyethyleneoxide with no specific information on n=10-90 nor 
n=10-19. 
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Priority document 

of the copolymers. The polyethylene 
includes, for example, condensation products of polyethylene oxide with 
hexylphenol, octylphenol, nonylphenol, polycyclic phenyl ether, 
hexadecanol, oleic acid. jalkylamines of C 12 to C,^ sorbitan monofatty acid, 



etc., 



The cationic surfactant includes, for example, a 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. Claims 1-6, 8-10, 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Saito (US 6,387,292) in view of Hara et al. (US 2003/01 14547 A1 ), for the reasons 
adequately set forth from paragraph 4 of the office action of April 7, 2008. 

Claim 1 (Previously presented): A process for preparing an aqueous dispersion which comprises 
subjecting (meth)acrylate containing a polyfluoroalkyl group and a polymerizable monomer free 
of fluorine atoms to an emulsification treatment in the presence of water, a nonionic surfactant 
comprising a condensation product of polyethylene oxide (n= 10-90) and octyl phenol or nonyl 
phenol and a cationic surfactant, and a polypropyleneglycol-based compound having a molecular 
weight of 250 to 5,000, followed by copolymerization reaction in the presence of a 
polymerization initiator. 
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Saito (col. 3, line 57; abstract) discloses a process of preparing an anti-soil 
composition in the form of an aqueous dispersion comprising a fluoroalky group- 
containing monomer with a polymerizable monomer free of fluorine atoms, and 
polypropylene glycol having an average molecular weight of not more than 1 ,000 . Saito 
(col. 2, line 12-13) disclose a Ci2-fluoroalky group containing monomer. Saito (col. 3, 
line10-20) disclose a list of polymerizable monomers that include cyclohexyl 
(meth)acrylate, benzyl (meth)acrylate, stearyl (meth)acrylate, acrylamide. The disclosed 
stearyl (meth)acrylate of Saito (col. 3, line 10-20 generically includes stearyl acrylate in 
view of claim 2 of Saito, where a (meth)acrylate ester also includes an acrylate ester. 
Saito clearly indicate using a polymerization initiator (col. 4, line 67), and surfactants 
(col. 5, line 65 to col. 6, line 7). Saito (col. 4, example 1) disclose a formulation 
comprising at least 10 wt% of polyfluoroalkyl groups. Saito et al. (col. 6, line 8-12) 
describe the process of preparing an aqueous dispersion comprising water. 

Regarding the claimed non-ionic surfactant, Saito (col. 5, line 65 to col. 6, line 3) 
clearly disclose the use of non-ionic surfactants based on polyethylene glycol and octyl 
or nonyl phenol. 

Just as argued, the difference between the invention of claims 1-6, 8-10, 15 and 
Saito is that the process of Saito prepares the polymers before the emulsification step 
with water while the invention of claims 1-6, 8-10, 15 involves adding water first. 

However, since Saito discloses all the critical steps as claimed, but in different 
order, and since the mixing the order of the processing steps would not affect the 
outcome of obtaining an aqueous dispersion, the examiner has a reasonable basis that 
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the differences in processing steps are considered obvious, In re Burhans, 154 F.2d 
690, 69 USPQ 330 (CCPA 1946) (selection of any order of performing process steps is 
prima facie obvious in the absence of new or unexpected results); In re Gibson, 39 F.2d 
975, 5 USPQ 230 (CCPA 1930) (Selection of any order of mixing ingredients is prima 
facie obvious.), the rearrangement of steps in a disclosed invention is considered 
obvious. 

The difference between the invention of claims 1-6, 8-10, 15 is that Saito is silent 
on a process comprising the use of cationic surfactants. 

Hara et al. (abstract; page 1 , 0014 to page 2, 0033) disclose a process for 
preparing a dispersion of fluorine-containing polymer. Further, Hara et al. (page 2, 
0036-0038) clearly teach the combination use of different types of surfactants, which 
includes cationic surfactants (page 2, 0037) and nonionic surfactants (page 2, 0038) as 
claimed. Motivated by the expectation of success of preparing a dispersion that the 
impart water-repellent properties to substrates (abstract), it would have been obvious to 
one of ordinary skill in art to incorporate the combination use of cationic surfactants and 
non-ionic surfactants as taught in Hara et al. into the Saito to obtain the invention of 
claims 1-6, 8-10, 15. 

In view of the 1 12 rejection set forth for the introduction of "new matter" into the 
claims, the instant rejection is proper. 
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Response to Arguments 

7. Applicant's arguments filed January 9, 2008 and January 10, 2008 have been 
fully considered but they are not persuasive. Applicants argue the 103 rejection should 
be withdrawn because the teachings of Saito et al. (col. 5, line 65 to col. 6, line 7) is a 
comparative example that results a polymerization process that forms gels, not an 
aqueous dispersion. However, the examiner disagrees because the invention as 
claimed does not require the claimed process to be successful in preparing an aqueous 
dispersion. As long as Saito et al. (col. 5, line 65 to col. 6, line 7) disclose the intent for 
preparing an aqueous dispersion is considered adequate. Applicants must recognize 
that Saito et al. in examples 1-4 (col. 4-5) have indicated the process disclose is to 
prepare an aqueous dispersion (milky white solution). 

Further, in view of the 112 rejection set forth, claims 1-6, 8-10, 15 stand rejected 
under 35 U.S.C. 103(a) as being unpatentable over Saito (US 6,387,292) in view of 
Hara et al. (US 2003/01 14547 A1 ). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William K. Cheung whose telephone number is (571) 
272-1097. The examiner can normally be reached on Monday-Friday 9:00AM to 
2:00PM; 4:00PM to 8:00PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David WU can be reached on (571) 272-1114. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/William K Cheung/ 

Primary Examiner, Art Unit 1796 



William K. Cheung, Ph. D. 
Primary Examiner 
August 7, 2009 



